
ABOUT BRANDS UNDER 
ATTACK

Trade-mark opposition and 
cancellation proceedings in 
Canada can determine the fate 
of a brand.  Businesses use 
these proceedings to attack each 
other and to gain entrance into 
or maintain a market position.  
Brands Under Attack examines 
some common reasons why 
businesses and their brands fail or 
succeed in keeping their monopoly 
in the Canadian marketplace.

IN THIS ISSUE:  IMPROPER 
BRAND USE AND ITS 
CONSEQUENCES

A recent Nissan v BMW Federal 
Court case illustrates key strategies 
businesses must keep in mind 
when engaging in brand warfare.

BMW sought to protect and 
enforce the mark M.  However, in 

Canada BMW had always used M3 
and M5.

BMW lost because it failed to show 
any commercial activities which 
gave it rights to the letter M alone 
as a trade-mark.

BMW did not show use of M 
separately as a trade-mark from 
M3 or M5. Its activities did not 
fulfi ll the necessary requirements 
of “use” under Canadian law, 
namely that M unaccompanied by 
the numbers be associated with 
automobiles or automobile parts at 
the moment the goods were sold.

Although there was some evidence 
that the mark M had appeared 
in advertisements, promotional 
materials and owner’s manuals, 
this did not qualify as a trade-mark 
“use” because these materials had 
not been available to purchasers at 
the time of their purchases.
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